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Remarks 

AppBcante have amended Claims 1-7. Applicant re.pec«uny submit no new matter 
has been added by <tn present amendmorrt. Support for the amendment can be 
found senerally throughout the text, specHically at page 6. lines 6-1 4 and the 
Examples. 

Applicants have amended the Title of the Specification at page 1 . lines 1 and 2 to 
correct a typographical enror. 

Claims 2-4. 5 and 7 Stand objected, Applicants have amended Claims 2^, 5 and 7 
as requested In the Office Action and acconSingly request withdrawal of this ground 
of rejection. 

r-lfiim ReiflQ tiftn tinder 3fi U.S.C. S 112 

Claims 2 and 3 stand rejected under 35 U.S.C. § 1 12. second paragraph, as be,ng 
indefinite for falling to particularly point cut and distinctly claim the subject matter 
Which Applicants regard as the invention. Applicants have amended Claims 2 and 3 
to provide sufficient antecedent basis for the limitation of the Mooney viscos-ty 
Claimed in Claims 2 and 3 and accordingly request withdrawal of this ground of 
rejection. 

R^ijftftBen und fef 35 U.S.C. S 102(bj 
Claims 1-7 stand rejected under 35 U.S.C. 5 102(b) as betng antloipated by AosMM 
SUl (US Patent No. 5,432.226). Applicants respeetfuily traverses this ground of 

rejection. 

Applicants submit to anticipate a claim, the cited references must teach each and 
every element of the claimed invention, either explicitly or inherently. Applicants 
submit the present invention is directed to a polymer composite consisting of at least 
one. optionally hydrogenated, nitrile rubber polymer having a Mooney viscos.ty (ML 
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1+4 €» 100* C) in the range of from 50-30 and a polydispersity index of less than 
2.7, at least one filler and optionally at least one cross-linking agent. 

Applicants submit Aonumaetal does not teach each and every element of the 
claimed invention. Aonumaetal discloses rubber fomiulations containing HNBR. an 
organopolysiloxane, a crosslinking controller, a triallyl isocyanate, optional filler and 
a peroxide crosslinking agent. According to Aonumaetal, suitable HNBR's have a 
Mooney up to 70. Annumaetal does not exemplify an HNBR having the claimed 
low Mooney and polydispersity index. 

Whereas the present invention is directed to composites cbmprising low Mooney. 
optionally hydrogenated polymers. The low Mooney optionally hydrogenated 
polymers of the composite of the present Invention are prepared via a metathesis 
reaction in the presence of a metathesis catalyst. Accordingly, the present inventon 
is directed to polymer composite consisting of at least one. optionally hydrogenated. 
nitrile rubber polymer having a Mooney viscosity (ML 1 +4 ® 1 00-0 in the range of 
from 50-30 and a polydispersity Index of less than 2.7. at least one filler and 
optionally at least one cross-linking agent. 

Therefore, Applicants submit the AonurnaeUl fails to teach each and every element 
of the claimed invention and accorxJingly Applicants request withdrawal of this 
ground of rejection. 

^laim R«>j Pction undc ^ ll fi C. S 102fM 

Claims 1-5 stand rejected under 35 U.S.C. § 102(b) as being anticipated by Fyjilet 
M (WO 97/36956 believed to correspond to US Patent No. 6.489.385). Applicants 
respectfully traverse this ground of rejection. 

Applicants submit to anticipate a claim, the cited references must teach each and 
every element of the claimed invention, either explicitly or inherently. Appltoants 
submit the present invention is directed to a polymer composite consisting of at least 
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one, optionally hydrogenated, nitrile rubber polymer having a Mooney viscosity {ML 
1+4 ® 1 00°C) in tine range of from 50-30 and a polydispersity index of less than 2.7, 
at least one filler and optionally at least one cross-linking agent. 

Applicants submit RJLgLai does not teach each and every element of the claimed 
invention. Eyiiletai discloses a nitril© containing copolymer rubber having a 
Mooney viscosity lowered via high shear in the presence of an aging inhibitor. 
According to Fuiii et al . the rubber has a Mooney viscosity of 5-35 and a molecular 
weight distribution of 3-5. 

Whereas the present invention is directed to composites comprising low Mooney, 
optionally hydrogenated polymers. The low Mooney optionally hydrogenated 
polymers of the composite of the present invention are prepared via a metathesis 
reaction in the presence of a metathesis catalyst. Accordingly, the present invention 
is directed to a polymer composite consisting of at least one, optionally 
hydrogenated, nitrile rubber polymer having a Mooney viscosity (ML 1+4 ® 100'C) 
in the range of from 50-30 and a polydispersity Index of less than 2.7, at least one 
filler and optionally at least one cross-linking agent. 

Therefore, Applicants submit the Fuiii etal fails to teach each and every element of 
the claimed Invention and accordingly Applicants request withdrawal of this ground 
of rejection. 

Claim Reiectton under as U.S.C. S 102(bl 

Claims 1-5 stand rejected under 35 U.S.C. § 102(b) as being anticipated by QbiaJJM 
etal (US Patent No. 6.395,891). Applicants respectfully traverse this ground of 
rejection. 
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Applicants submit to anticipate a claim, the citGd references must teach each and 
every element of the claimed invention, either explicitly or inherently. Applicant 
submits the present invention Is directed to polymer composite consisting of at least 
one, optionally hydrogenated, nitrlle rubber polymer having a Mooney viscosity (ML 
1+4 @ 100* C) in the range of from 50-30 and a polydispersity index of less than 
2.7, at least one filler and optionally at least one cross-linking agent 

Applicants submit Obrecht et_al does not teach each and ©very element of the 
claimed invention, Obrecht et al discloses mixtures of polybutadiene gel and other 
rubber mixtures containing carbon-carbon double bonds having a Mooney viscosity 
of between 10-1 50. Suitable other rubber mixtures containing cartJon-carton double 
bonds includes a wide variety of compounds including butyl rubber, EPDM, NR, 
polyisosnrene, SBR, etc, and HNBR, Obrecht et al. does not exemplify any HNBR 
compounds having the disclosed Mooney. 

Whereas the present invention is directed a polymer composite consisting of at least 
one, optionally hydrogenated, nitrile rubber polymer having a Mooney viscosity (ML 
1+4 @ 100^ C) in the range of from 50-30 and a polydispersity index of less than 
2.7, at least one filler and optionally at least one cross-linking agent. The low 
Mooney optionally hydrogenated polymers of the composite of the present invention 
are prepared via a metathesis reaction in the presence of a metathesis catalyst. 
Accordingly, the present invention includes at least one, optionally hydrogenated, 
nitrile rubber polymer having a Mooney viscosity (ML 1+4 @ 100**C) in the range of 
from 50-30 and a polydispersity index of less than 2.7. 

Applicants submit the Obrecht et al fails to teach each and every element of the 
claimed invention and, accordingly. Applicants request withdrawal of this ground of 
rejection. 
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Claim Rejection - 35 USC S 1 03(a> 

Claims 6-9 stand rejected under 35 U.S.C. § 103(a) as being unpatentabie over FuiU 
etal in view of Rau. et al. (U.S. Patent No. 6,1 87.867). Applicants respectfully 
traverse this ground of rejection and Incorporates the comments from above. 
Applicants respectfully submit that "in order to establish a prima facie case of 
obviousness, three basic criteria must be met. First, there must be some suggestion 
or motivation, either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference. Second, there 
must be a reasonable expectation of success. Finally, the prior art references must 
teach or suggest all the claims limitations. The teachings or suggestions to make 
the claimed combination and the reasonable expectation of success must both be 
found in the prior art, and not based on applicants' disclosure." S§g MPEP § 2142, 
Ritino In re Vaeck. 947 F.2d 488, 20 USPQ 2d. 1438 (Fed. Cir. 1991). 

Applicants submit Fuiii et al In view of Rau et al. does not render the present 
Invention obvious. As discussed in detail above, Fujil et a| does not teach each and 
every element of the claimed invention. Fuiii et al discloses a nitrile containing 
copolymer rubber having a Mooney viscosity lowered via high shear in the presence 
of an aging inhibitor. According to Fuiii et al the rubber has a Mooney viscosity of 5- 
35 and a molecular weight distribution of 3-5. 

Whereas the present invention is directed a polymer composite consisting of at least 
one. optionally hydrogenated. nitrile rubber polymer having a Mooney viscosity (ML 
1+4 @ ioo*C) in the range of from 50-30 and a polydispersity index of less than 2.7, 
at least one filler and optionally at least one cross-linking agent. Accordingly, 
Applicants submit Fuiii et al does not suggest the present Invention. 
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Further, Applicants submit the deficiencies of Fuiii et al are not overcome by 
combination with Rau et ah Rau et aL merely discloses rubber compositions 
comprising nitrile rubber and discloses use thereof in automobile belts, etc. 
Rau et al, does not suggest a composite as claimed comprising an optionally 
hydrogenated, nitrile rubber polymer having a Mooney viscosity (ML 1+4 @ 100**C) 
in the range of from 50-30 and a polydispersity index of less than 2.7. 

Accordingly, Applicants submit the combination of Fuiii et al and Rau et aL does not 
teach or suggest the present invention. Therefore, Applicants request withdrawal of 
this ground of rejection. 

Provisional Claim Rejection m 

Claims 1 , 6 and 7 stand provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over Claims 12, 16 and 
17 of co-pending Application No. 10/728,029. Applicants respectfully traverse this 
provisional rejection. 

Further, both the present application and Application No. 10/728,029 are pending, 
allowable subject matter, not withstanding the provisional obviousness-type double 
patenting rejection has not been indicated in either application. Where a provisional 
rejection under the judicially created doctrine of obviousness-double patenting is 
made between two applications. MPEP § 804{I)(B) states ttiat "if the provisional 
double patenting rejection in one application is the only rejection remaining in that 
application, the examiner should then withdraw that rejection and permit the 
application to issue as a patent thereby converting the provisional double patenting 
rejection in the other application into a double patenting rejection as the Ume the one 
application issues as a patent." Therefore, it is not evident which of the pending 
applications will become allowable first, and any action by Applicants with regard to 
this provisional rejection is premature. 
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The Office Action also states that Claims 1 2, 1 6 and 1 7 are directed to the same 
invention of Claims 12, 16 and 17 of co-pending Application No. 10/728,029. 
Applicants traverse this statement and submits the inventions were commonly 
owned at the time the invention in this application was made as illustrated by the 
assignment documents from co-pending Application No. 10/728,029 submitted in 
Appendix 1 . Accordingly, Applicants submit that the assignee is the owner of all the 
claimed subject matter. 

Provisional Claim Rejection flH 

Claims 2-5 stand provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over Claims 13 and 14 of 
co-pending Application No. 10/728,029. Applicants respectfully traverse this 
provisional rejection. 

Further, both the present application and Application No. 10/728,029 are pending, 
allowable subject matter, notwithstanding the provisional obviousness-type double 
patenting rejection has not been indicated in either application. Where a provisional 
rejection under the judicially created doctrine of obviousness-double patenting is 
made between two applications, MPEP § 804(I)(B) states that "if the provisional 
double patenting rejection in one application is the only rejection remaining in that 
application, the examiner should then withdraw that rejection and penmit the 
application to issue as a patent, thereby converting the provisional double patenting 
rejection in the other application Into a double patenting rejection as the time the one 
application Issues as a patent." Therefore, it is not evident which of the pending 
applications will become allowable first, and any action by Applicants with regard to 
this provisional rejection is premature. 

The Office Action also states that Claims 2-5 are directed to an invention not 
patentabiy distinct from Claims 1 3 and 1 4 of commonly assigned co-pending 
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Application No. 10/728,029. Applicants traverse this statement and submits the 
inventions were commonly owned at the time the invention in this appiication was 
made as illustrated by the assignment documents from co-pending Application No. 
1 0/728,029 submitted in Appendix 1 . Accordingly Applicants submit that the 
inventions were commonly owned at the time the invention in this application was 
made and therefore a rejection under 35 U.S.C. § 1 03(a) based upon the commonly 
assigned cases as a reference under 35 U.S.C. § 1 02(f) or (g) or (e) for applications 
filed on or after November 29, 1999 is precluded. 

Provisional Claim Rejection (MW 

Claims 1-7 stand provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over Claims 1-7 of co- 
pending Application No. 10/648,867. Applicants respectfully traverse this provisional 
rejection. 

Further, both the present application and /Application No. 10/648,867 are pending, 
allowable subject matter, not withstanding the provisional obviousness-type double 
patenting rejection has not been indicated in either application. Where a provisional 
rejection urKler the judicially created doctrine of obviousness-double patenting is 
made i^etween two applications, MPEP § 804(I)(B) states that "if the provisional 
double patenting rejection in one application is the only rejection remaining in that 
application, the examiner should then withdraw that rejection and permit the 
appiication to issue as a patent, thereby converting the provisional double patenting 
rejection in the other application into a double patenting rejection as the time the one 
appiication issues as a patent.' Therefore, it is not evident which of ttie pending 
applications will become allowable first, and any action by Applicants with regard to 
this provisional rejection is premature. 
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The Office Action also states that Claims 1-7 are directed to an invention not 
patantat)iy distinct from Claims 1-7 of commonly assigned co-pending Application 
No. 10/648,601. Applicants submit Application No. 10/648,601 is the pending 
application and request clarification of the objection stated in Paragraph 13 of the 
Office Action. 



l_ANXESS Corporation 
Law & Intellectual Property Department 
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